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Overview

Trademark squatting has become a serious legal concern for international
companies doing business in Vietham. Global enterprises often discover that
third parties have registered their trademarks preemptively, hindering
legitimate market entry and diminishing brand value. In this legal landscape,
obtaining recognition as a well-known trademark is not just a defensive
measure but a proactive strategy for brand recovery and enforcement.

Vietnam's Legal Framework

Vietham differs from many other jurisdictions by not offering a formal
registration procedure for well-known trademarks. According to Article 6(3)(a)
of the IP Law 2022, industrial property rights in well-known marks are
established based on actual use, not through registration. This makes the legal
protection of well-known marks heavily reliant on evidence and judicial or
administrative procedures.

Dispute-Driven Recognition

In practice, well-known trademark status is granted primarily in the context of
disputes. The Intellectual Property Office of Vietnam (IP Office of Vietnam) and
Vietnamese courts assess such status when resolving oppositions, invalidation
petitions, or infringement lawsuits. There is no independent process for filing
an application for recognition of a well-known mark, and the official "List of Well-
Known Marks" has yet to be made publicly available.

Case Law and Administrative Enforcement

Viethamese authorities have already rejected applications for marks found
confusingly similar to well-known trademarks. Notable cases include the refusal
of the mark "EUROGOQO" based on the prior fame of "URGO," and decisions
regarding designs resembling the Nike Swoosh. In disputes, courts may seek
expert opinions from the IP Office to validate a mark’s reputation, as seen in
the Interbrand case where the court ruled in favor of the plaintiff based on such
confirmation.

VNIPI’s Assessment Conclusion

A valuable mechanism in the Vietnamese IP ecosystem is the "Assessment
Conclusion” or "Expertise Opinion" issued by the Vietham National Intellectual
Property Institute (VNIPI). Trademark owners can request VNIPI to evaluate
whether their mark qualifies as well-known or whether a third party’s mark
infringes their rights. Though non-binding, these assessments are often
accepted by enforcement authorities as credible evidence.

For instance, Heineken Asia Pacific successfully leveraged VNIPI's
Assessment Conclusion to support enforcement efforts against infringers.
These opinions have become a powerful supplementary tool in administrative
enforcement, customs seizures, and market inspections.




Limitations and Practical Considerations

Despite their influence, VNIPI's assessments are not legally binding on the IP
Office of Vietnam. IP examiners may treat them as reference documents and
still form independent opinions during trademark examination or opposition
reviews. In some instances, the IP Office has registered marks despite
conflicting VNIPI conclusions, citing different evaluation perspectives.

Under Article 75 of the IP Law, the recognition of a well-known mark depends
on criteria such as market presence, revenue, advertising expenditure, duration
of use, territorial reach, consumer recognition, and commercial value. Strong
emphasis is placed on use and recognition within Vietnam. Evidence such as
sales reports, marketing data, consumer surveys, and media coverage in the
Viethamese market is particularly persuasive.

To mitigate risks from trademark squatters and to build a strong foundation for
IP enforcement, companies should:

» Proactively gather localized evidence of use and market presence.
*  Monitor trademark filings for early detection of potential conflicts.

* Pursue oppositions or invalidations swiftly when conflicts arise.

» Engage VNIPI for supporting opinions before initiating enforcement.

* Be prepared to litigate or participate in administrative proceedings
when necessary.

Conclusion

Vietnam is gradually moving toward more structured IP protections, and future
reform may formalize the process for recognizing well-known marks. Until then,
rights holders must rely on practical strategies and multilayered legal tools to
protect their brands.

Establishing well-known status is not simply a legal classification; it is an
essential part of brand strategy. With trademark squatting on the rise,
international businesses must adapt to a legal system grounded in actual use
and proactive enforcement. Leveraging tools such as opposition filings, VNIPI
expertise opinions, and evidence-driven litigation can empower rights holders
to safeguard their assets and sustain long-term business success in Vietnam.

Disclaimers:

This material is provided for informational purposes only. The provision of this material
does not create an attorney-client relationship between the firm and the reader and does
not constitute legal advice. Legal advice must be tailored to the specific circumstances
of each case, and the contents of this article are not a substitute for legal counsel. Do
not take action in reliance on the contents of this material without seeking the advice of
counsel.

The information contained in this article may or may not reflect the most current legal
developments. Accordingly, information in this article is not promised or guaranteed to be
correct or complete and should not be relied upon as such. Readers should conduct their
own appropriate legal research.
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